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DETAILED ACTION 

1 . In view of the pre-appeal Brief request for review filed on 01/ 29/08, 
PROSECUTION IS HEREBY REOPENED. News ground of rejections set forth 
below. 

• Claim 3 has been canceled. 

• Claims 1-2, and 4-12 are presented for examination. 

Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially 
created doctrine grounded in public policy (a policy reflected in the statute) so 
as to prevent the unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment by multiple 
assignees. A nonstatutory obviousness-type double patenting rejection is 
appropriate where the conflicting claims are not identical, but at least one 
examined application claim is not patentably distinct from the reference 
claim(s) because the examined application claim is either anticipated by, or 
would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. 
Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 
F.2d 528, 163 USPQ 644 (CCPA 1969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or 
patent either is shown to be commonly owned with this application, or claims 
an invention made as a result of activities undertaken within the scope of a 
joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may 
sign a terminal disclaimer. A terminal disclaimer signed by the assignee must 
fully comply with 37 CFR 3.73(b). 

A question of patentability is raised with respect to claims 1-2, and 4-12 of 
the instant application under the judicially created doctrine of "obviousness- 
type" double patenting with respect to claims 1,4 and 7 of U.S. Patent No. 
7,308,649. 

Claims 1,6,10, and 12 of the instant application are rejected under the 
judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claims 1,4 and 7 of U.S. Patent No. 7,308,649. Although the 
conflicting claims are not identical, they are not patentably distinct from each 
other because a comparison between instant application independent claims 
1,6,10, and 12 and the claims 1,4 and 7 of the patented claims reveal the 
patented claims are simply species of the broader claims of the instant 
application. Hence, claims 1,6,10, and 12 of the instant application are generic 
to the species of the invention covered by claims 1,4 and 7 of the patented 
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claims. Thus, the broad generic invention is anticipated by the narrower of the 
species of the patented invention, thus without a terminal disclaimer, the 
species claims preclude issuance of the generic application. See In re Goodman, 
11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993). 



Furthermore, a question of patentability is raised with respect to claims 1- 
2, and 4-12 of the instant application under the judicially created doctrine 
of "obviousness-type" double patenting with respect to claim 1 of co-pending 
application 10,675,418. 

Claims 1,6,10, and 12 of the instant application are rejected under the 
judicially created doctrine of obviousness-type double patenting as being 
unpatentable over claim 1 of co-pending application 10,675,418. 

Although the conflicting claims are not identical, they are not patentably 
distinct from each other because a comparison between instant application 
independent claims 1,6,10, and 12 and the claim 1 of the co-pending 
application 10,675,418 reveal the co-pending application claims are simply 
species of the broader claims of the instant application. Hence, claims 
1,6,10, and 12 of the instant application are generic to the species of the 
invention covered by claims 1,4 and 7 of the co-pending application claims. 
Thus, the broad generic invention is anticipated by the narrower of the 
species of the patented invention, thus without a terminal disclaimer, the 
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species claims preclude issuance of the generic application. See In re 
Goodman, 11 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993). 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in 
this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), 
(2), and (4) of section 371(c) of this title before the invention thereof by the applicant for 
patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed 
before November 29, 2000. Therefore, the prior art date of the reference is 
determined under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre- 
AIPA 35 U.S.C. 102(e)). 

2. Claims 1-5 and 10-12 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Narin, US (7,159,182). 
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As per claim 1, 4 and 12 Narin teaches a method and a computer program 
product for providing autonomic content load balancing (fig. 1 and steps in fig. 
2. See abstract), comprising steps of: 

defining a plurality of alternative versions of content a Web page to be 
served, along with values of one or more conditions under which each of the 
alternative versions should be selected (col. 7, lines 21-44 and col. 10, 8-28); 

receiving a request for the Web page (col. 9, lines 6-40); 

determining current values of the conditions (col. 7, lines 21-44); 

using the determined current values to select one of the alternative 
versions (col. 9, lines 6-40 and col. 10, lines 8-28); and 

serving the selected version of the Web page, responsive to the request 
(col. 7, lines 21-44 and col. 10, lines 8—28). 

Narin further teaches where a content forms a portion of a particular web 
page and storing the selected versions as the content for the portions of the 
web page (col. 9, lines 6-40 and col. 11, lines 4 — 51). 

As per claim 2, Narin teaches the method according to Claim 1, wherein each 
of the alternative versions comprises the Web page represented using a 
different media type (col. 7, lines 21-44 and col. 10, lines 8 — 28). 
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As per claim 5, Narin teaches the method according to Claim 1, wherein the 
conditions pertain to at least one of system conditions and network 
system/ network conditions (col. 7, lines 24-32 and col. 10, lines 8 — 28). 

As to claim 10, this is a computer-implemented system with similar limitations 
as in claims 1 and 12 above. Therefore, it is rejected with the same rationale. 
Narin further teaches a processor and memory storing instructions (see figures 
5 and 10), Narin also teaches a content comprising at least two different 
portion, each of which has associated therewith a plurality of alternative 
versions and at least one condition (col. 9, lines 6-40 and col. 11, lines 3-51. 
see fig. 8a-8c). 

As per claim 11, Narin teaches the system according to Claim 10, wherein the 
instructions configured to determine comprises comprise instructions 
configured to obtain measurements collected by an agent (col. 9, lines 6-40 and 
col. 11, line 52-65). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S. C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a whole 
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would have been obvious at the time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. Patentability shall not be negatived by 
the manner in which the invention was made. 

3. Claims 6-9 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over by Narin US (7,159,182) in view of Leblang et al (US5649200), hereinafter 
"Leblang". 

As per claim 6-9, Narin teaches a method of using dynamically selectable 
content versions (fig. 5 and fig. 10), comprising steps of: 

receiving a request for content having selectable versions (col. 9, 

lines 6-40); 

identifying at least one or more conditions condition associated with the 
selectable versions (col. 7, lines 21-44 and col. 10, 8-28); 

determining a current values of value for each of the at least one 
identified conditions (col. 7, lines 21-44); 

using the determined current value for each of the at least one identified 
conditions to select (col. 9, lines 6-40 and col. 10, lines 8-28); 

a web page with at least two different portion, each of which has 
associated therewith a plurality of alternative selectable versions (col. 9, lines 
6-40 and col. 11, lines 3-51. see fig. 8a-8c). 

using the selectable version of the content which is stored at the selected 
path using the determined current values to select from among the selectable 
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versions to create a response to the request (col. 6, lines 2-16 and col. 11, lines 
3-51). 

Although Narin shows substantial features of the claimed invention as 
explained above, Narin does not explicitly show a directory structure location 
associated with the content. 

Nonetheless, this feature is well known in the art and would have been an 
obvious modification of the system disclosed by Narin, as evidenced by Leblang 
USPN. (5649200). 

In analogous art, Leblang whose invention is about dynamic rule based version 
control system; disclose a directory structure location associated with the 
content. [Figures 18-19 and col. 27, lines 4-31]. Giving the teaching of Leblang, 
a person of ordinary skill in the art would have readily recognized the 
desirability and the advantage of modifying Narin by employing the system of 
Leblang so that files are organized in hierarchical data structure that are easily 
accessible and recognizable by their names or versions in the directory 
structure. 

Leblang further teaches select a path within the directory structure location 
(col. 27, lines 4-31 and abstract). 

Conclusion 
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The prior art made of record and not relied upon is considered pertinent 
to applicant's disclosure. 

Any inquiry concerning this communication or earlier communications 
from the examiner should be directed to Yasin Barqadle whose telephone 
number is 571-272-3947. The examiner can normally be reached on 9:00 AM 
to 5:30 PM. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Glenn Burgess can be reached on 571-272-3949. The 
fax phone numbers for the organization where this application or proceeding is 
assigned are 703-872-9306 for regular communications and 703-746-7238 for 
After Final communications. 

Any inquiry of a general nature or relating to the status of this 
application or proceeding should be directed to the receptionist whose 
telephone number is 703-305-3900. 

Information regarding the status of an application may be obtained form 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either private PAIR or public 
PAIR system. Status information for unpublished applications is available 
through private PAIR only. For more information about the PAIR system, see 
http:/ / pair-direct.uspto.gov. Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217- 
9197 (toll-free). 
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Primary Examiner, Art Unit 2 1 53 



